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DETAILED ACTION 



1 . This action is in response to Application filed on 03/1 1/2004. 

2. Claims 1-25 are pending. 

Information Disclosure Statement 

3. The Information Disclosure Statement (IDS) filed by the Applicant on 03/1 1/2004 has 
been received and considered. A copy of the reviewed IDS is enclosed with this office action. 



Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

5. Claims 10-14 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 10-14 recite the limitation "the method of claim 8" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed in the United States only if the international 
application designated the United States and was published under Article 21(2) of such treaty in the English 
language. 

7. Claims 1-5, 7-12, 14-19, 21-23 and 25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Gulati et al. (US Patent No 6,924,827). 

As to claim 1 , Gulati et al. teach: 
"A method for tracking metadata related to an information object inserted into a document" (see 
[column 3, lines 1-5]) the method comprising the steps of: 

"compiling metadata describing an information object collected from a source document" 
(see [column 5, lines 5-15] and [column 16, lines 1-10] for capturing additional metadata); 

"storing the metadata and the corresponding information object in a memory" (see 
[column 5, lines 15-25] and [column 6, lines 10-20]); and 

"inserting the metadata into the first destination document when the information object is 
inserted into the first destination object" (see [column 6, lines 1-20] and [column 16, lines 1-30] 
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wherein requesting application or target application is equivalent to Applicant 's "first destination 
document"). 

As to claim 2, this claim is rejected based on arguments given above for rejected claim 1 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the first destination document is a word processing document" (see [column 2, 
lines 1-5]). 

As to claim 3, this claim is rejected based on arguments given above for rejected claim 1 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the information object is computer source code" (see [column 7, lines 65-67] 
and [column 8, lines 1-10] wherein any electronic data or data object is equivalent to Applicant 's 
"computer source code"). 

As to claim 4, this claim is rejected based on arguments given above for rejected claim 1 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata includes information providing attribution for the information 
object" (see [column 5, lines 10-15] and [column 16, lines 1-10]). 
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As to claim 5, this claim is rejected based on arguments given above for rejected claim 1 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata includes information related to the source document" (see [column 
16, lines 1-10]). 

As to claim 7, this claim is rejected based on arguments given above for rejected claim 1 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata is not viewable during at least one processing phase of the first 
destination document" (see [column 15, lines 20-30] wherein metadata such as bibliographic 
data is only viewable when requested by the user). 

As to claim 8, Gulati et al. teach: 
"A system for tracking metadata related to an information object inserted into a document" (see 
[column 1, lines 30-40], [column 3, lines 1-5] and [column 15, lines 55-65]), comprising: 

"a computing system" (see [column 4, lines 45-55]); 

"a source document" (see [column 8, lines 1-20]); 

"a first destination document" (see [column 6, lines 10-20] and [column 16, lines 20-30] 
wherein requesting application or target application is equivalent to Applicant 's "first destination 
document"); 
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"an information object collected from the source document" (see [column 5, lines 1-15] 
and [column 7, lines 65-67] wherein captured electronic data is equivalent to Applicant 's 
"information object"); 

"a metadata object describing the information object" (see [column 5, lines 5-15] and 
[column 12, lines 17-20] wherein gem data object, which contains metadata describing or 
referring to the original data is equivalent to Applicant 's "metadata object"); and 

"logic, executed on the computing system, for inserting the metadata object into the first 
destination document when the information object is inserted into the first destination object" 
(see [column 6, lines 1-20] and [column 16, lines 1-30] wherein requesting application or target 
application is equivalent to Applicant 's "first destination document"). 

As to claim 9, this claim is rejected based on arguments given above for rejected claim 8 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the first destination document is a word processing document" (see [column 2, 
lines 1-5]). 

As to claim 10, this claim is rejected based on arguments given above for rejected claim 8 
and is similarly rejected including the following: 
Gulati et al. teach: 
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"wherein the information object is computer source code" (see [column 7, lines 65-67] 
and [column 8, lines 1-10] wherein any electronic data or data object is equivalent to Applicant 's 
"computer source code"). 

As to claim 1 1, this claim is rejected based on arguments given above for rejected claim 8 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata includes information providing attribution for the information 
object" (see [column 5, lines 10-15] and [column 16, lines 1-10]). 

As to claim 12, this claim is rejected based on arguments given above for rejected claim 8 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata includes information related to the source document" (see [column 
16, lines 1-10]). 

As to claim 14, this claim is rejected based on arguments given above for rejected claim 8 
and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata is not viewable during at least one processing phase of the first 
destination document" (see [column 15, lines 20-30] wherein metadata such as bibliographic 
data is only viewable when requested by the user). 
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As to claim 1 5, Gulati et al. teach: 
"A computer program product for tracking metadata related to an information object inserted 
into a document" (see [column 1, lines 30-37], [column 5, lines 1-15] and [column 6, lines 13- 
20]), comprising: 

"a recording medium" (see [column 4, lines 55-60]); 

"means, stored on the recording medium, for compiling metadata describing an 
information object collected from a source document" (see [column 5, lines 5-15] for capturing 
additional metadata, as illustrated in Applicant 's claim language); 

"means, stored on the recording medium, for storing the metadata and the corresponding 
information object in a memory" (see [column 5, lines 15-25] and [column 6, lines 10-20]); and 

"means, stored on the recording medium, for inserting the metadata into the first 
destination document when the information object is inserted into the first destination object" 
(see [column 6, lines 1-20] and [column 16, lines 1-30] wherein requesting application or target 
application is equivalent to Applicant 's "first destination document"). 

As to claim 16, this claim is rejected based on arguments given above for rejected claim 
15 and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the first destination document is a word processing document" (see [column 2, 
lines 1-5]). 
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As to claim 17, this claim is rejected based on arguments given above for rejected claim 
15 and is similarly rejected including the following: 
Gulati et ah teach: 

"wherein the information object is computer source code" (see [column 7, lines 65-67] 
and [column 8, lines 1-10] wherein any electronic data or data object is equivalent to Applicant 's 
"computer source code"). 

As to claim 18, this claim is rejected based on arguments given above for rejected claim 

1 5 and is similarly rejected including the following: 

Gulati et al. teach: 

"wherein the metadata includes information providing attribution for the information 
object" (see [column 5, lines 10-15] and [column 16, lines 1-10]). 

As to claim 19, this claim is rejected based on arguments given above for rejected claim 

16 and is similarly rejected including the following: 

Gulati et al. teach: 

"wherein the metadata includes information related to the source document" (see [column 
16, lines 1-10]). 

As to claim 21, Gulati et al. teach: 
"A method for compiling and storing metadata" (see [column 5, lines 15-25] and [column 12, 
lines 15-35]), comprising the steps of: 
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"compiling metadata corresponding to an information object collected from a source 
document, wherein the metadata is information related to the information object" (see [column 5, 
lines 5-15] wherein captured electronic data is equivalent to Applicant 's "information object" 
and capturing metadata is equivalent to compiling metadata as illustrated in Applicant 's claim 
language); 

"inserting the information object into the first destination document" (see [column 6, 
lines 13-20] wherein the requesting application is equivalent to Applicant's "first destination 
document and pasting data means inserting data or the information object as illustrated in 
Applicant's claim language); and 

"storing the metadata in conjunction with the first destination document such that the 
metadata can be correlated with the information object" (see [column 12, lines 28-58] and 
[column 16, lines 20-30] wherein the target application is equivalent to Applicant 's "first 
destination document" and bibliographic data is equivalent to metadata as illustrated in 
Applicant 's claim language). 

As to claim 22, this claim is rejected based on arguments given above for rejected claim 
21 and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata is information related to the source of the information object" (see 
[column 16, lines 1-10]). 
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As to claim 23, this claim is rejected based on arguments given above for rejected claim 
21 and is similarly rejected including the following: 
Gulati et al. teach: 

"wherein the metadata is stored in the first destination document" (see [column 16, lines 
20-30] wherein the target application is equivalent to Applicant 's "first destination document", 
and bibliographic data is equivalent to A pplicant 's "metadata"). 

As to claim 25, Gulati et al. teach: 
"A method of accessing metadata and associating the metadata with an information object" (see 
[column 15, lines 50-65]), comprising the steps of: 

"accessing the first document" (see [column 15, lines 50-65] wherein view of a popup 
window for the gem object "Functions of Patent and Trademark Office" is equivalent to 
Applicant 's "first document"); and 

"retrieving a metadata object, stored in conjunction with the first document and 
associated with an information object included in the first document, wherein the metadata object 
includes information relating to the source of the information object" (see [column 15, lines 55- 
65] wherein tab 822 provides a way to retrieve metadata information about data contained in the 
gem data object, wherein the data contained in the gem data object is equivalent to Applicant 's 
information object). 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claims 6, 13, 20 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gulati et al. (US Patent No 6,924,827) as applied to claims 1, 8, 15 and 21 above, and further in 
view of Denoue et al. (Publication No US 2003/005 1615). 

As to claims 6, 13, 20 and 24, these claims are rejected based on arguments given above 
for rejected claims 1,8, 15 and 21 and are similarly rejected including the following: 

Gulati et al. does not teach "inserting the metadata into a second destination document 
rather than the first destination document, wherein the second destination document is associated 
with the first destination document". 

Denoue et al. teach "inserting the metadata into a second destination document rather 
than the first destination document, wherein the second destination document is associated with 
the first destination document" (see [0090] and [0091] wherein retrieving properties or metadata 
by scanning the identifier printed along with the content indicates that these metadata must be 
stored in a document referenced by the identifier and different from the printed document 
wherein the printed document is equivalent to Applicant 's "first destination document"). 
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It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Gulati et al. by the teaching of Denoue et ah , since both 
Gulati et al. and Denoue et al. implement a system which allows gathering data from various 
sources, and tracking and attributing such data used to its original source, and inserting the 
metadata into a second destination document instead of the first destination document and 
associated the second destination document to the first destination document provides one more 
flexible and effective way to access and manage the metadata. 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Huvnh et al. (Publication No US 2002/0198909) teach a method for recognizing data, 
including text strings and media objects by labeling data with semantic information on-the-fly as 
a user is typing text or inserting a media object into a document and creating a document. The 
act of importing a media object into an electronic document includes importing semantic 
information from the repository where the media object resides. 

Dozier et al. (Publication No US 2003/004 1117) teach a method and apparatus for 
publishing hypermedia content in electronic form across the wide area networks. 
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Janssen et al. (Publication No US 2002/0147725) teach a method for copying metadata 
from any column of any already existing database table into a target definition table for defining 
the table properties of a column of another table. 

Diamond et al. (US Patent No 6,591,295) teach a method of using a clipboard application 
program to transfer the Web URLs designating those objects stored in relational database tables 
to other Web applications. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phuong-Thao Cao whose telephone number is (571) 272-2735. 
The examiner can normally be reached on 8:30 AM - 5:00 PM (Mon - Fri). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on (571) 272-4085. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent . 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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